
United States B\tent and TkAOEMARK Office 



UNITED STATES DEPABTMENT OF COMMERCE 

United Statou Putent uod Trttdenuirk OrCLue 

Aiiih-vua: COMMISSIONER OF PATENTS AND TRADEMARKS 

Washinpton, D.C. i!0i!31 

www.nfipro gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCICET NO. 



CONFIRMATION NO. 



09/408,045 



09/29/1999 



PAULTUBEL 



WEAT/0003 



3520 



7590 



08/13/2002 



B TODD PATTERSON 
THOMASON MOSER & PATTERSON 
3040 POST OAK BOULEVARD 
SUITE 1500 
HOUSTON, TX 77056 



EXAMINER 



WONG, ALBERT KANG 



ART UNIT 



PAPER NUMBER 



2635 

DATE MAILED: 08/13/2002 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application No. 

09/408.045 



Examiner 

Albert KWong 



Applicant(s) 

TUBEL ET AL 



Art Unit 

2635 



— The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, mays reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

!)□ Responsive to communication(s) filed on 29 September 1999 . 
2a)n This action is FINAL. 2b)l3 This action is non-final. 

3) n Since this application is in condition for allowance except for fonmal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) 13 Claim(s) 1-54 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) M Claim(s) 1^54 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
1 !)□ The proposed drawing correction filed on is: a)n approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) n The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 

1 ) 13 Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) K Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-1 52) 

3) 13 Information Disclosure Statement(s) (PTO-1449) Paper No(s) £6, 6) □ Other: 

U.S. Patent and Trademark Office " ' 

PTO-326 (Rev. 04-01 ) Office Action Summary Part of Paper No. 7 
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1. This Office action is in response to the application filed September 29, 1999. Claims 1- 
56 are pending. 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed pubHcation in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of appHcation for patent in the United States. 

3. Claims 1-5, 7-10, 12, 20-21, 24, 26, 32, 35-37, and 40 are rejected under 35 
U.S.C. 102(b) as being anticipated by Tubel U65. 

Regarding claim 1, the claimed downhole production or injection wells are discussed in 
coll. The control system including surface control, sensors, downhole devices, and controllers 
are taught in col. 2 and shown generally in Figures 1,4, and 6. 

Regarding claim 2, see col. 2, lines 30-35. 

Regarding claim 3, inherent in the control of a downhole device located in a production 
well is the communication with the device. 

Regarding claim 4, see col. 8, lines 18-25. 

Regarding claims 5 and 40, col. 4 teaches the sensors located downhole. Since there is 
no discussion regarding the removal of the sensors, these are regarded to be permanent. 
Regarding claim 7, the system is described to be electrical. 

Regarding claims 8 and 9, col. 2 describes an artificial lift system and states that such a 
system may be programmable. 

Regarding claim 10, see col. 2, lines 20-26. 
Regarding claim 12, see claim 7. 
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Regarding claims 20-21 and 32 the communication device is taught in col. 8. 

Regarding claim 24, the well are shown in Figure 1 . The artificial lift system has been 
addressed in claim 8 and the control system has been addressed in claim 1 . The use of formation 
sensors is disclosed in the abstract. 

Regarding claim 26, see claim 8 above. 

Regarding claim 35, these limitations have been addressed in claim 1. 
Regarding claims 36-37, this limitation have been addressed in claims 20-21. 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5, Claims 6, 1 1, 22-23, 25, 33-34, 38-39, and 41 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Tubel '165. 

Regarding claims 6 and 41, the use of retrievable sensors is conventional in the oil well 
art. Retrievable sensors provide the obvious advantage of being reusable. 

Regarding claim 1 1, the monitoring of mechanical machinery to anticipate failure is well 
known. It would have been obvious to monitor the equipment as well as the well conditions to 
maximize the efficiency of production. Col. 3, lines 20-23 teaches a system that monitors the 
cable integrity. 

Regarding claims 22 and 33, it is clear from the communication system shown in figure 1 
that the information is distributed via a network. Although the use of the Internet is not shown, it 
is recognized that the Internet is just an example of a WAN which allows access to data at an 
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unlimited number of locations. It would have been obvious to connect a network database to the 
Internet to permit the user to gain access to the information via a remote controller. This would 
provide the advantage of allowing users all over the world access just like email 

Regarding claims 23 and 34, Figure 1 shows a satellite transmitting data to a base station. 
The base station stores and processes the data and thus functions like a database server. It would 
have been obvious for the base station to serve as a web server to permit distant users access to 
the data without the need for creating a dedicated network. 

Regarding claim 25, the monitoring of mechanical machinery to anticipate failure is well 
known. It would have been obvious to monitor the equipment as well as the well conditions to 
maximize the efficiency of production. Col. 3, lines 20-23 teaches a system that monitors the 
cable integrity. 

Regarding claim 38, see claim 22. 

Regarding claim 39, see claim 23. 
6. Claims 13-19 and 27-3 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tubel as applied to claims 1 and 24 above, and further in view of Patterson. 

Regarding claims 13 and 27, Tubel does not teach the use of a retrievable pump, but 
teaches the use of pumps for production or injection wells. Patterson teaches the use of a 
retrievable pump for production purposes. It would have been obvious to combine the 
references since they are in the same field of endeavor. The use of a retrievable pump provides 
obvious advantage of reusing the pump. 

Regarding claim 14, the use of sensors with control systems is conventional and provides 
the obvious advantage of anticipating problems. 
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Regarding claims 15 and 28, Patterson teaches the use of coiled tubing to install the 

pump. 

Regarding claims 16 and 29, the pump is shown connected to an electric line for control 
purposes. 

Regarding claims 17 and 30, col. 3, Hnes 65-end teaches the use of a submersible motor. 

Regarding claims 18-19 and 31, the connection and control of the pump would have 
been obvious since this is similar to the control of any other component in the well bore. 
7. Claims 42-56 are rejected under 35 U.S.C. 103(a) as being unpatentable over Tubel '165 
in view of Rinaldi. 

Regarding claim 42, Tubel discloses the transmission of data collected by sensor modules 
to a control system which evaluates the data and optimizes the parameters. Tubel also discloses 
the transmission of signals to a remote controller. Tubel does not disclose a computer with 
internet access. One of ordinary skill in the art would be aware of personal computers that are 
connected to a central database or intranet. Typically, such computers also have access to the 
Internet. It would have been obvious for a computer to be able to access the intemet to gain 
access to various data sources. Tubel also does not explicitly teach the use of optimization 
software. Rinaldi teaches such a program for production wells. Since they are in the same field 
of endeavor, it would have been obvious to combine the references to gain the advantages taught 
in each. 

Regarding claim 43, the use of memory to store data is conventional and inherent in the 
system of Tubel. Processed data must be stored at some point. 
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Regarding claim 44, as recited above, the monitoring of equipment to anticipate problems 
would have been obvious. 

Regarding claim 45, see Figure 1 of Tubel. 

Regarding claim 46, the system of Tubel allows the surface unit to modify the operation 
downhole. It would have been obvious that the command may be sent from a variety of 
locations since the system stores the measured data in a network. Remote control provides the 
obvious advantage of being able to locate workers offsite. 

Regarding claim 47, it would have been obvious that data is accessible at any point in the 
network of Tubel. 

Regarding claims 48 and 49, Tubel teaches these features. 

Regarding claim 50, the satellite interlinks the wells to a central control in Tubel and thus 
the command may be sent from any location. 

Regarding claim 51, the use of digital or analog communications is inherent. 
Regarding claim 52, see Tubel. 

Regarding claim 53 and 54, Rinaldi teaches the control of chemicals and the injection of 
steam to optimize production. 

Regarding claim 55-56, Tubel teaches the advantage of monitoring water and formation 

influx. 

8. The prior art made of record and not reUed upon is considered pertinent to applicant's 
disclosure. Most of the art of record, but not applied, is considered highly relevant to the 
claimed invention. A complete response to this Office action should include consideration of all 
of the art of record 
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9, Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Albert K Wong whose telephone number is 703-305-8884. The 
examiner can normally be reached on M-Th. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Horabik can be reached on 703-305-4704. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-872-9314 for regular 
communications and 703-872-9314 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-305-4700. 




Albert K. Wong 
August 8, 2002 




